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Claim Rejections - 35 USC § 112 



1. The following is a quotation of the second paragraph of 35 
U.S.C, 112: 



The specification shall conclude with one 
or more claims particularly pointing out 
and distinctly claiming the subject matter 
which the applicant regards as his 
invention . 



2. Claims 5, 7 and 23 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

(a) in claim 5, last line, the term "to an external 
portion" is not clear because the feature external portion is not 
defined; 

(b) in claim 7, line 4, the term "to an external portion" 
is not clear because the feature external portion is not defined; 
and 

(c) similarly, in claim 23, the terms "to an external 
portion" is not clear because the features is not defined. 
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Claim Rejections - 35 USC §102 



3. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 



A person shall be entitled to a patent unless 
(h) the invention was patented or described in a 
printed publication in this or a foreign country or 
in public use or on sale in this country, more than 
one year prior to the date of application for 
patent in the United States, 



4. Claims 1-7, 10, 11 and 28 are rejected under 35 U.S.C. § 
102(b) as being anticipated by Nagashima et al . (U.S. Patent 
5,963,521) . 

Nagashima teaches an information recording and reproducing 
apparatus having all of the elements and means as recited in 
claims 1-7, 10, 11 and 28. For example, Nagashima teaches the 
following: 

(a) as in claim 1, a first reproducing device 33 for 
reproducing audio information from a first information record 
medium 32, in which the audio information is recorded (Fig. 1; 
the first reproducing device 33 is the playback unit; column 3, 
lines 40-42) ; 

(b) as in claim 1, a recording device 3 for recording the 
reproduced audio information into a second information record 
medium 2 (Fig. 1; column 4, lines 30-32) ; 
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(c) as in claim 1, a second reproducing device 3 for 
reproducing the audio information recorded in the second 
information record medium 2 (Fig. 1; column 4, lines 41-43); 

(d) as in claim 1, a controlling device 7 for setting a 
recording speed when recording the audio information into the 
second information record medium 2 and a reproducing speed when 
reproducing the audio information from the second information 
record medium 2 (Fig, 1; device 7 sets the operating mode such as 
a high speed dubbing mode and audio playback mode) ; 

(e) as in claim 1, controlling the recording speed is equal 
to or higher than the reproducing speed (Fig. 1; recording data 
requires less time than playback the data) ; 

(f) as in claim 1, controlling the second reproducing 
device 3 and the recording 3 device so as to perform reproducing 
the recorded audio information from the second information record 
medium 2 at the set reproducing speed in parallel to recording 
the audio information into the second information record medium 2 
at the set recording speed (Fig. 1; column 7, lines 45-59); 

(g) as in claim 2, the controlling device 7 sets the 
recording speed and the reproducing speed such that the recording 
speed is equal to or faster than two times the reproducing speed 
(Fig. 1; recording is in a burst mode of compressed data which is 
M of standard data format; column 5, lines 55-61) ; 

(h) as in claim 3, the controlling device 7 sets the 
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recording speed and the reproducing speed equal to each other 
(Fig. 1; recording and reproducing' on medium 2 is under the same 
medium rotational speed by a motor M) ; 

(i) as in claim 3, controls the second reproducing device 3 
and the recording device so that the second reproducing device 3 
starts reproducing after the recording device starts recording 
(Fig. 1; data is recorded first and then it can be playback by a 
user) ; 

(j) as in claim 4, the controlling device 7 controls the 
first reproducing device 3 3 and the recording device so as to 
convert a form of the audio information reproduced from the first 
information record medium 32 and then record the audio 
information into the second information record medium 2 (Fig. 1; 
conversion is done by decoder 41 and encoder 15) ; 

(k) as in claim 5, the controlling device 7 controls the 
recording device so as to compress the audio information, which 
is reproduced by the first reproducing device 33, and record the 
compressed audio information into the second information record 
medium 2, and controls the second reproducing device 3 so as to 
reproduce the audio information from the second information 
record medium 2, expand the reproduced audio information and 
output the reproduced and expanded audio information to an 
external portion 26 (Fig. 1; ADPCM expands the compressed audio 
information) ; 
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(1) as in claim 6, the controlling device 7 controls the 
recording device 3 so as to record information indicative of a 
portion of the audio information, which is being recorded at a 
time of stopping a recording operation of recording the audio 
information into the second information record medium 2, into the 
second information record medium 2 and then stop the recording 
operation, when the recording operation is to be stopped in a 
middle of recording the audio information into the second 
information record medium 2 (Fig. 1; burst mode recording); 

(m) as in claim 7, the controlling device 7 controls the 
recording device so as to output stop information indicative of 
stopping the recording operation to an external portion, when the 
recording operation is to be stopped in the middle (Fig. 1; user 
input 8 sends control signals such as positions of start/stop; 
column 7, lines 1-10); 

(n) as in claim 10, the first information record medium 32 
comprises an optical disc, and the second information record 
medium 2 comprises a magnetic disc (Fig. 1; disc 2 is a magneto- 
optical disc which is written/reproduced by a magnetic head 16) ; 

(o) as in claim 11, the second information record medium 2 
having map information to control a navigation function is 
further recorded (Figs. 2 and 3, header and subcode are map 
information of the medium 2) ; and 
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(p) as in claim 11, a navigation device 8 for controlling 
the navigation function by using the map information (Fig. 1) . 

5. Method claim 28 is drawn to the method of using the 
corresponding apparatus claimed in claim 1. Therefore method 
claim 28 correspond to apparatus claim 1 and are rejected for. the 
same reasons of anticipation as used above. 

6. Claims 12-14 are rejected under 35 U.S. C. § 102(b) as being 
anticipated by Nagashima et al . (U.S. Patent 5,963,521). 

Nagashima teaches an information recording and reproducing 
apparatus having all of the elements and means as recited in 
claims 12-14. For example, Nagashima Giddings teaches the 
following: 

(a) as in claim 12, a first reproducing device 33 for 
reproducing audio information from a first information record 
medium 32, in which the audio information is recorded (Fig, 1) ; 

(b) as in claim 12, a recording device 3 for recording the 
reproduced audio information into a second information record 
medium 2 (Fig. 1) ; 

(c) as in claim 12, a second reproducing device 3 for 
reproducing the audio information recorded in the second 
information record medium 2 (Fig. 1); 
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(d) as in claim 12, a controlling device 7 for controlling 
the recording device to record the audio information, which is 
reproduced from the first information record medium 32 by the 
first reproducing device 33, when the audio information is 
outputted as a sound and also controlling the second reproducing 
device 3 to reproduce and output the audio information as the 
sound (Fig. 1) ; 

(e) as in claim 13, a converting device for converting a 
form of the audio information, wherein the controlling device 
controls the converting device and the recording device to 
convert the form of the audio information and then record the 
audio information when recording the audio information reproduced 
by the first reproducing device into the second information 
record medium (Fig. 1) ; 

(f) as in claim 14, a compressing device 13 for compressing 
the audio information; and an expanding device 23 for expanding 
the compressed audio information (Fig. 1) ; 

(g) as in claim 14, the controlling device 7 controls the 
compressing device 13 and the recording device 3 to compress the 
audio information and then record the compressed audio 
information when recording the audio information, which is 
reproduced by the first reproducing device 33, into the second 
information record medium 2 (Fig. 1) ; and 
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(h) as in claim 14, the controlling device 7 controls the 
second reproducing device 3 and the expanding device 2 3 to 
reproduce the compressed audio information, expand the reproduced 
audio information and then output the expanded audio information 
as a sound (Fig. 1) . 

7. Claims 15-20, 22, 23, 26 and 27 are rejected under 35 U.S.C. 
§ 102(b) as being anticipated by Nagashima et al . (U.S. Patent 
5, 963, 521) . 

Nagashima teaches an information recording and reproducing 
apparatus having all of the elements and means as recited in 
claims 15-20, 22, 23, 26 and 27. For example, Nagashima teaches 
the following: 

(a) as in claim 15, a reproducing device 33 for reproducing 
audio information from a first information record medium 32, in 
which the audio information is recorded (Fig. 1) ; 

(b) as in claim 15, a recording device 3 for recording the 
reproduced audio information into a second information record 
medium 2 (Fig. 1) ; 

(c) as in claim 15, a controlling device 7 for controlling 
the reproducing device 3 3 and the recording device 3 so as to 
perform recording the reproduced audio information into the 
second information record medium 2 in parallel to reproducing the 
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audio information from the first information record medium 32 
(Fig. 1) ; 

(d) as in claim 16, a converting device 15 for converting a 
form of the audio information, which is reproduced from the first 
information record medium 32, wherein the recording device 3 
records the converted audio information into the second 
information record medium 2 (Fig. 1) ; 

(e) as in claim 17, the audio information is recorded in 
the first information record medium 32 in a non- compressed state 
(Fig. 1; information stored in normal CD-ROM 32 is not 
compressed) ; 

(f) as in claim 17, the recording device 3 compresses the 
audio information in the non-compressed state and then records 
the compressed audio information into the second information 
record medium 2 (Fig. 1; device 13 compresses the audio 
information) ; 

(g) as in claim 18, the audio information is recorded in 
the first information record medium 32 in a compressed state, 
the reproducing device comprises an expanding device for 
expanding the audio information in the compressed state, and 
the recording device 3 records the expanded audio information 
into the second information record medium 2 (Fig. 1; column 2, 
lines 28-49) ; 
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(h) as in claim 19, the audio information is recorded in 
the first information record medium 32 in a compressed state, 
the reproducing device 3 comprises a decoding device 21, 23 for 
expanding and decoding the audio information in the compressed 
state, and the recording device 3 again compresses the expanded 
and decoded audio information and then records the again 
compressed audio information into the second information record 
medium (Fig. 1; process of dubbing the dubbed medium 2 again); 

(i) as in claim 20, the audio information is recorded in 
the first information record medium 32 in a compressed state, and 
the recording device 3 records the audio information in the 
compressed state into the second information record medium 2 
(Fig, 1; column 2, lines 28-49) ; 

(j) as in claim 22, the controlling device 7 controls the 
recording device so as to record information indicative of a 
portion of the audio information, which is being recorded at a 
time of stopping a recording operation of recording the audio 
information into the second information record medium 2, into the 
second information record medium and then stop the recording 
operation, when the recording operation is to be stopped in a 
middle of recording the audio information into the second 
information record medium (Fig. 1; burst mode recording); 

(k) as in claim 23, the controlling device 7 controls the 
recording device 3 so as to output stop information indicative of 
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Stopping the recording operation to an external portion, when the 
recording operation is to be stopped in the middle (Fig. 1; user 
input 8 sends control signals such as positions of start/stop; 
column 7, lines 1-10) ; 

(1) as in claim 26, the first information record medium 32 
comprises an optical disc, and the second information record 
medium comprises a magnetic disc (Fig. 1; disc 2 is a magneto- 
optical disc which is written/reproduced by a magnetic head 16) ; 
and 

(m) as in claim 27, on the second information record 
medium, map information to control a navigation function is 
further recorded, and the information recording and reproducing 
apparatus further comprises a navigation device for controlling 
the navigation function by using the map information (Figs. 2 and 
3, header and subcode are map information of the medium 2) . 
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8. Claim 29 is rejected under 35 U.S. C. § 102(b) as being 
anticipated by Nagashima et al . (U.S. Patent 5,963,521). 

Nagashima teaches an information recording and reproducing 
method having all of the steps as recited in claim 29. For 
example, Nagashima teaches the following: 

(a) as in claim 29, a first reproducing process of 
reproducing audio information from a first information record 
medium 32, in which the audio information is recorded (Fig. 1) ; 

(b) as in claim 29, a recording process of recording the 
reproduced audio information into a second information record 
medium 2 (Fig. 1; dubbing process); 

(c) as in claim 29, a second reproducing process of 
reproducing the audio information recorded in the second 
information record medium 2 (Fig. 1; audio output 26); 

(d) as in claim 29, a controlling process 7 of controlling 
the recording process to record the audio information, which is 
reproduced from the first information record medium 32 by the 
first reproducing process, when the audio information is 
output ted as a sound (Fig. 1; audio output 46); and 

(e) as in claim 29, controlling the second reproducing 
process to reproduce and output the audio information as the 
sound (Fig. 1; audio output 26) . 



t 
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9, Claim 30 is rejected under 35 U.S.C. § 102(b) as being 
anticipated by Nagashima et al . (U.S. Patent 5,963,521). 

Nagashima teaches an information recording and reproducing 
method having all of the steps as recited in claim 30. For 
example, Nagashima teaches the following: 

(a) as in claim 30, a reproducing process of reproducing 
audio information from a first information record medium 32, in 
which the audio information is recorded (Fig. 1) ; 

(b) as in claim 30, a recording process of recording the 
reproduced audio information into a second information record 
medium 2 (Fig. 1) ; and 

(c) as in claim 30, a controlling process of controlling 
the reproducing process and the recording process so as to 
perform recording the reproduced audio information into the 
second information record medium 2 in parallel to reproducing the 
audio information from the first information record medium 32 
(Fig. 1; data is reproduced via decoder 41 and then recorded and 
reproduced by the second recording/reproducing device 3) . 
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Claim Rejections - 35 USC § 103 



10. The following is a quotation of 35 U.S.C. § ,103 (a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 



(a) A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
in section 102 of this title, if the differences 
between the subject matter sought to be patented and 
■the prior art are such that the subject matter as a 
whole would have been obvious at the time the 
invention was made to a person having ordinary skill 
in the art to which the subject matter pertains. 
Patentability shall not be negatived by the manner in 
which the invention was made. 



11. Claim 8 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagashima et al . (U.S. Patent 5,963,521) in 
view of Yokota (U.S. Patent 5,886,957). 

Nagashima teaches an optical data storage system for writing 
and/or reading information with respect to an optical storage 
medium very similar to the instant invention. For example, 
Nagashima teaches the following: 

(a) as in claim 8, the recording operation is stopped by 
stopping a main electric power supplying device for supplying an 
electric power to the information recording and reproducing 
apparatus in a normal operation (power switch is an inherent 
feature to control the supply of electricity) . 

However, Nagashima does not teach the following: 

(a) as in claim 8, a sub electric power supplying device 
for supplying an electric power to the information recording and 
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reproducing apparatus after the main electric power supplying 
device is stopped. 

Yokota teaches a data storage apparatus having a stand-by- 
power to keep a controller responsive (column 9, lines 61-64) . 

There is an advantage for a system to response to an input 
or event even its power is turned off. For example, Yokota 
teaches a stand-by power for monitoring a card detector. 
Similarly, when Nagashima's recording/reproducing operations 
required to be wake up by the input 8 and display 9 after its 
main power is turned off, it would have been obvious to one of 
ordinary skill in the art to use a sub electric power (stand-by 
power) such as Yokota' s, because the sub electric power keeps the 
input device responsive even the main power is turned off. 

12. Claim 24 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagashima et al . (U.S. Patent 5,963,521) in 
view of Yokota (U.S. Patent 5,886,957). 

Nagashima teaches an optical data storage system for writing 
and/or reading information with respect to an optical storage 
medium very similar to the instant invention. For example, 
Nagashima teaches the following: 

(a) as in claim 24, the recording operation is stopped by 
stopping a main electric power supplying device for supplying an 
electric power to the information recording and reproducing 
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apparatus in a normal operation (power switch is an inherent 
feature to control the supply of electricity) . 

However, Nagashima does not teach the following: 

(a) as in claim 24, a sub electric power supplying device 
for supplying an electric power to the information recording and 
reproducing apparatus after the main electric power supplying 
device is stopped. 

Yokota teaches a data storage apparatus having a stand-by 
power to keep a controller responsive (column 9, lines 61-64) . 

There is an advantage for a system to response to an input 
or event even its power is turned off. For example, Yokota 
teaches a stand-by power for monitoring a card detector. 
Similarly, when Nagashima' s recording/reproducing operations 
required to be wake up by the input 8 and display 9 after its 
main power is turned off, it would have been obvious to one of 
ordinary skill in the art to use a sub electric power (stand-by 
power) such as Yokota' s, because the sub electric power keeps the 
input device responsive even the main power is turned off. 
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Allowable Subject Matter 

13. Claims 9, 21 and 2 5 are objected to as being dependent upon 
a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims. 




14. The following is an Examiner's statement of reasons for the 
indication of allowable subject matter: 

As in claim 9, the prior art of record fails to teach or 
fairly suggest a compressing device for reproducing the recorded 
audio information from the second information record medium, 
compressing the reproduced audio information, and recording again 
the compressed reproduced audio information into the second 
information record medium. 

As in claim 21, the prior art of record fails to teach or 
the audio information is recorded in the first information record 
medium in a compressed state based on a first compressing method, 
and the recording device records the audio information in a 
compressed state based on a second compressing method, which is 
different from the first compressing method, into the second 
information record medium. 

Asinclaim21, the prior art of record fails to teach or fairly 
suggest a compressing device for judging the audio information 
which is recorded in a non-compressed state from among the audio 



9 

.09/715;009 page 19 

AU 2653 

information recorded in the second information record medium, 
reproducing the judged audio information in the non- compressed 
state from the second information record medium, compressing the 
reproduced audio information by applying a predetermined 
compressing process onto the reproduced audio information, and 
recording again the compressed audio information into the second 
information record medium. 




Conclusion 

15. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

Aramaki et al . (6,272,088) is pertinent because Aramaki 
teaches an optical information dubbing system. 

Inoue (6,137,642) is pertinent because Inoue teaches an 
optical information dubbing system. 

Takenaka (5,943,311) is pertinent because Takenaka teaches 
an optical information dubbing system. 

Yamazaki et al . (5,412,628) is pertinent because Yamazaki 
teaches an optical information editing system. 

Torazawa et al . (5,363,364) is pertinent because Torazawa 
teaches an optical information dubbing system. 
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16. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks Washington, D.C. 
20231 Or faxed to: 

(703) 872-9314 (for formal communications intended for 
entry. Or: 

(703) 746-6909, (for informal or draft communications, 
please label "PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park 
II, 2021 Crystal Drive, Arlington. VA. , Sixth Floor 
(Receptionist) . 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 305-4700. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Kim CHU 
whose telephone number is (703) 305-3032 between 9:30 am to 6:00 
pm, Monday to Friday. 





Kim-Kwok CHU 
Examiner AU2 653 
April 18, 2003 
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